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Art Unit: 2455 

DETAILED ACTION 

Claims 2, 16-20, 23 and 25 have been cancelled. Newly submitted claim 28 has 
been entered. The active claims are 1, 3-15, 21-22, 24 and 26-28 of which claims 1, 21, 
22 and 24 are independent claims. 

Section 112, 1st paragraph Rejection 

In the amendment submitted on 9/20/2009, Applicants delete the recitation "using 
a network planning tool prior to a time of operation of the digital network to define a 
plurality of recommended routes", and the recitation "determining when a route change 
is needed at the time of operation of the digital network" from independent claims 1,21, 
22 and 24. Applicants also inserted the deleted recitation "the list of recommended 
routes is generated prior to a time of operation of the digital network" in dependent claim 
10. 

Applicants further pointed out in the communication submitted on 9/20/2009 that 
[0016] discloses that the network planning tool is prior art. The Section 112, 1 st 
paragraph Rejection based on lack of disclosure of the network planning tool therefore 
is withdrawn. 

Claim Rejections - 35 USC § 112, 1 st paragraph 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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Claims 1,3-15, 21-22, 24 and 26-28 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the enablement requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. 

With respect to independent claims 1,21, 22, 24, 1 1 and 1 2, the specification 
fails to define what recommended routes are. The specification fails to disclosure how to 
obtain recommended routes. The specification further fails to disclose how to obtain the 
recommended routes prior to a time of operation of the digital network. Without the 
recommended routes, generating a list of the recommended routes is impossible. 

With respect to claim 28, paragraph [20] merely set forth what to expect from the 
specification. The paragraph does not detail an optical engineering aspects of a hybrid 
network and how that would allows process at the operation stage to take advantage of 
sophisticated simulation results from planning tools to determine problems such as 
regeneration of a signal along an optical path. 

Response 

The Examiner has carefully studied [0016]. Paragraph [0016] does not disclose 
how to obtain the recommended routes prior to a time of operation of the digital 
network. 

Applicants admitted on page 8, last paragraph of the communication filed on 
9/20/2009 that the Cisco MetroPlanner merely describes some aspects of routing 
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strategies such as maximum number of allowed connectivity and that the Cisco 
MetroPlanner and other prior art planners do not teach or suggest a list of 
recommended routes. Without the recommended routes on hand, one of ordinary skill in 
the art would not be able to practice the invention without undue experiments. 



The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim28 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Scope of claim 28 is not clear. There is no functional relationship between the 
step of claim 8 and the steps of its parent claim 1 . 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



Claim Rejections - 35 USC § 112, 2 nd 



paragraph 



Claim Rejections - 35 USC § 102 
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Claims 1 , 3, 5-8, 1 3, 21 , 22, 26 and 24 are rejected under 35 U.S.C. 1 02(e) as 
being anticipated by Blouin et al. (USP 7,249,169. 

See at least the abstract of Blouin. Blouin teaches creating a route list listing a 
plurality of routes. A node in the network of Blouin is allowed to choose the best 
available route from the route list. 
Claims 1,21-22, 24 

A method for allocating a recommended route in a digital network, the method 
comprising: 

generating a list of recommended routes (abstract in Blouin, creating a route list), 

sending the list of recommended routes to a network device in the digital 
network; selecting, by the network device, one of the recommended routes (abstract, 
the network node in Blouin obtains the route list from the route list source and select the 
best available route from the route list); and 

monitoring, by the network device, performance of the list of recommended 
routes at the time of operation of the digital network (see the terms "measuring", 
"monitoring" and "performance" in line 18 of the abstract, lines20-27, 48, 64 and 66 of 
column 1 ; lines 5 and 41 of column 2 of Blouin). 
Claim 3, 5, 6, 7, 8, 13, 26 

The claims consist of non-functional descriptive materials and are not patentably 
distinct over Blouin. The recitations are descriptive in nature and have no functional 
effect on anyone step of their parent claims. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Blouin et al. (USP 7,249,169) in view of Moure (USP 7,219,159). 
Claims 4, 27 

Blouin teaches claim combination set forth above. Blouin does not prioritize the 
routes. Prioritizing routes is well known in the network communication art. See column 6 
line 36-39. Moure teaches prioritizing routes in a route list. From the teaching of Moure, 
it would have been obvious to a person of ordinary skill in the art to prioritize the routes 
so that routes can be selected for use in accordance with priority. 

Claim Rejections - 35 USC § 103 

Claims 9-1 2 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Blouin et al. (USP 7,249,169). 
Claim 9, 

Blouin teaches claim combination set forth above. Blouin does not explicitly teach 
generating an alternative routing list. Knowing how to generate an initial routing list, 
generating another one is notoriously obvious. Blouin teaches monitoring performance 
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of the list also. It is well known in the purpose of monitoring is to improve what is 
monitored. It would have been obvious to a person of ordinary skill in the art to improve 
the system of Blouin by generating an alternative routing list if the original routing list 
does not meet the performance requirement monitored. 
Claim 10, 

As admitted by Applicants, generating a list of routes prior to a time of operation 
of the digital network is well known in the art. Applicants admitted that the tools listed in 
[0016] are prior art. 
Claims 11, 12 

The definition (resource list) is sent to which ever devices need the resource 
regardless what the names of the devices are. 

Claim Rejections - 35 USC § 103 

Claims 14 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Blouin et al. (USP 7,249,169) in view of Garfinkel (USP 5,408,600). 
Claims 14, 15, 

Blouin teaches claim combination set forth above. Blouin does not update his list. 
Updating a resource list is well known in the network communication art. See the 
abstract line 17-18 in Garfinkel. From the teaching of Garfinkel, it would have been 
obvious to a person of ordinary skill in the art to update the list so that the list is more 
current and complete. 
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Claim 28 

For the reasons set forth in the Section 112, Rejections above, not statement can 
be made as to whether Blouin is applicable. 

Response 

Applicants broadly claim the outlines for research and development shown in 
Figure 2. Applicants did not provide any arguments as to why the claims as amended 
are patentably distinct over the applied references as required by 37 CFR 1.111c. The 
court held that simply pointing out what a claim requires with no attempt to point out 
how the claims patentably distinguish over the prior art does not amount to a separate 
argument for patentability. In re Nielson, 816 F.2d 1567, 2 USPQ 1525 (Fed. Cir. 1987). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DAVID Y. ENG whose telephone number is 571-272-3984. 
The examiner can normally be reached on M-F from 8AM to 3PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, SALEH NAJJAR, can be reached on 571-272-4006. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 

PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/DAVID Y. ENG/ 

Primary Examiner, Art Unit 2455 



